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Art Unit: 1714 

1 . Claims 4-5 are rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

A. It is unclear what index is being claimed in claims 4-5. Isocyanate index is common but 
OH index is also possible. Furthermore, it is unclear how said "index" is determined, e.g. (total 
number of functional groups indexed/total number of complementary functional groups), (total 
number of functional groups indexed/total number of complementary functional groups) x 100, 
(total number of functional groups indexed/total number of functional groups), (total number of 
functional groups indexed/total mmiber of functional groups) x 100, or by some other means. 

2. The nonstatutory double patenting rejection is based on a judicially created doctrine 
grounded in public policy (a policy reflected in the statute) so as to prevent the unjustified or 
improper timewise extension of the "right to exclude" granted by a patent and to prevent possible 
harassment by multiple assignees. A nonstatutory obviousness-type double patenting rejection 
is appropriate where the conflicting claims are not identical, but at least one examined 
application claim is not patentably distinct fi-om the reference claim(s) because the examined 
appUcation claim is either anticipated by, or would have been obvious over, the reference 
claim(s). See, e.g., In re Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re 
Goodman, 1 1 F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re LongU 759 F.2d 887, 225 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re 
Vogel, 422 F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 1.321(d) may 
be used to overcome an actual or provisional rejection based on a nonstatutory double patenting 
ground provided the conflicting application or patent either is shown to be commonly owned 
with this application, or claims an invention made as a result of activities undertaken within the 
scope of a joint research agreement. 

Effective January 1, 1994, a registered attomey or agent of record may sign a terminal 
disclaimer. A terminal disclaimer signed by the assignee must fully comply with 37 CFR 
3.73(b). 

3. Claims 1-21 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 5-20 of copending Application No. 
10/626983 which has been allowed and the issue fee paid but has yet to be assigned a patent 
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number. Although the conflicting claims are not identical, they are not patentably distinct from 
each other because although the instant claims differ in scope, the instantly claimed invention 
would have been obvious to one of ordinary skill in the art at the time of the instant invention 
because the instant claims overlap at 768 seconds at 25 C due to the mathematical overlap 
considering the precision of the instantly claimed "768" and experimental error, e.g. 768.1 falls 
within the scope of both claims since it rounds to within the mathematical precision required of 
both sets of claims and the experimental error encompassed by both sets of claims. Furthermore, 
the endpoints of the ranges of gel times at 25 C almost touch mathematically, ignoring 
experimental error and mathematical precision requirements of basic science. Thus, they are as 
close as they can be. They are so close that they are expected to have the same properties within 
measurable limits at their closest endpoints, i.e. about 768 seconds. Therefore they are expected 
to have the same properties and are obvious according to MPEP 2144.05, Titanium Metals Corp. 
of America v. Banner, 778 F.2d 775, 227 USPQ 773 (Fed. Cir. 1985). It would appear that the 
same compounds and catalysts are used and that the gel time of the copending claims at 175C 
would therefore be expected to fall within the scope of the gel time of the instant claims at HOC. 

This is a provisional obviousness-type double patenting rejection because the conflicting 
claims have not in fact been patented. 

4. Claims 1-21 are rejected under 35 U.S.C. 1 12, first paragraph, because the 
specification, while being enabling for the disclosed reaction systems, does not reasonably 
provide enablement for all of the reaction systems encompassed by the instant claims. The 
specification does not enable any person skilled in the art to which it pertains, or with which it is 
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most nearly connected, to make and/or use the invention commensurate in scope with these 
claims. 

A. It would require undue experimentation to determine all of the reaction systems 
which fall within the scope of the instant claims and particularly those which meet the instantly 
claimed gel time parameters from the disclosure of the instant specification other than those 
specifically disclosed by the instant specification because the instantly claimed reactants 
encompass a wide range of reaction times based on reactant viscosities, reactant compatibilities, 
steric hindrances, and all of the other properties known to the ordinary skilled artisan to affect 
reaction times as well as a wide range of reactant and catalyst amounts and catalyst types. All of 
these factors are known to affect the gel times materially. The instant specification gives little or 
no guidance in choosing from this vast array of reaction systems, other than those reaction 
systems specifically disclosed in the instant specification, so as to obtain both of the instantly 
claimed gel rates simultaneously. Complicating the issue is that one might obtain one gel rate 
but not the other. Given the unpredictability of the art, the vast amoimt of experimentation 
necessary (apparently infinite which is itself undue in that it is impossible to perform), and the 
lack of guidance in the instant specification as to how one is to choose from the vast array of 
reaction systems so as to achieve the instantly claimed gel rates, other than from those reaction 
systems specifically described in the instant specification, it is the examiner's position that xmdue 
experimentation would be required to determine all of those reaction systems encompassed by 
the instant claims but not specifically disclosed by the instant specification and the instant 
specification does not enable the full scope of the instant claims. 
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5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public use or on 
sale in this country, more than one year prior to the date of application for patent in the United States. 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

7. Claims 1-7, 10-15, 17, and 21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US Pat. No. 5374486 Clatty et al.. 

Clatty et al. discloses the instantly claimed reaction systems at the abstract; colunm 1, 
lines 28-68, particularly 37-49; column 2, lines 1-68, particularly lines 16-21 of which the 
amounts of catalyst are expected to encompass those catalyst amounts giving the instantly 
claimed gel rates; column 3, lines 1-68, particularly 34 which encompasses the instantly claimed 
fatty ester of claim 13 and the polyester polyol of claim 13 and 13-56 where the use of any of the 
aromatic ester forming reactants meets the instant claim 10; column 4, lines 1-68; column 9, line 
26 through column 10, line 1 1, particularly colunm 10, lines 5-11 and many of these catalysts are 
know to catalyze the trimerization reaction as well as the urethane reaction, and lines 18-19 and 
60 which falls within the scope of the instant claims 2 and 7; colimm 11, lines 40-45 which 
encompasses the instantly claimed continuous fibers; column 12, lines 1-45 of which crude MDI 
falls within the scope of the instant claims 15 and 17 and lines 5-7 falls within the scope of the 
instant claims 1 1 and 14; and the remainder of the document. The patentee is silent regarding the 
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instantly claimed gel rates. The PTO has no facilities to test the patentee's compositions. It is 
expected that the compositions of the patentee will necessarily and inherently possess the 
instantly claimed gel times since the reactants and catalyst systems and catalyst amounts are the 
same as those of instant claims as interpreted by the applicant's examples, particularly where 
lower amounts of catalyst are used (column 15, lines 24-25). The burden is therefore on the 
applicant to show that the above reaction systems of the patentee do not necessarily encompass 
the instantly claimed gel rates particularly where the lower catalyst amoimts are used. The above 
systems must be suitable for use in pultrusion methods since they contain the instantly claimed 
components and no reason is seen why they would not be. 

8. Claims 1-7, 10-15, 17, and 21 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over US Pat. No. 5374486 Clatty et al.. 

Clatty et al. discloses the instantly claimed reaction systems at the abstract; colimm 1, 
lines 28-68, particularly 37-49; column 2, lines 1-68, particularly lines 16-21 of which the 
amounts of catalyst are expected to encompass those catalyst amounts giving the instantly 
claimed gel rates; column 3, lines 1-68, particularly 34 which encompasses the instantly claimed 
fatty ester of claim 13 and the polyester polyol of claim 13 and 13-56 where the use of any of the 
aromatic ester forming reactants meets the instant claim 10; column 4, lines 1-68; column 9, line 
26 through colxunn 10, line 1 1, particularly column 10, lines 5-1 1 and many of these catalysts are 
know to catalyze the trimerization reaction as well as the urethane reaction, and lines 18-19 and 
60 which falls within the scope of the instant claims 2 and 7; colxmin 1 1, lines 40-45 which 
encompasses the instantly claimed continuous fibers; column 12, lines 1-45 of which crude MDI 
falls within the scope of the instant claims 15 and 17 and lines 5-7 falls within the scope of the 
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instant claims 1 1 and 14; column 13, lines 44-57 which appears to fall within the scope of the 
instant claims 4-5; column 14, lines 32-45; column 15, lines 14-27; and the remainder of the 
document. The patentee is silent regarding the instantly claimed gel rates. The PTO has no 
facilities to test the patentee's compositions. It is expected that the compositions of the patentee 
will necessarily and inherently possess the instantly claimed gel times since the reactants and 
catalyst systems and catalyst amounts are the same as those of instant claims as interpreted by 
the applicant's examples, particularly where lower amounts of catalyst are used (column 15, 
lines 24-25). The burden is therefore on the applicant to show that the above reaction systems of 
the patentee do not necessarily encompass the instantly claimed gel rates particularly where the 
lower catalyst amounts are used. The above systems must be suitable for use in pultrusion 
methods since they contain the instantly claimed components and no reason is seen why they 
would not be. 

It would have been obvious to one of ordinary skill in the art at the time of the instant 
invention to use the above discussed combinations of ingredients of the patentee because they 
would have been expected to give the results disclosed by Clatty as well as gel times which are 
predictable to the ordinary skilled artisan from the disclosure of Clatty, particularly the catalyst 
amounts. 

9. Claims 1, 3-6, 10-14, and 21 are rejected under 35 U.S.C. 102(b) as bemg 
anticipated by US Pat. No. 51 12282 Patterson. 

Patterson discloses the instantly claimed reaction system at the abstract; colunm 3, Hnes 35- 
68; column 4, lines 1-68, particularly 52-68 which encompasses the instantly claimed continous 
fibers; column 5, lines 63-68; column 6, lines 1-68, particularly lines 1-8, 26-29, which falls 
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within the scope of the instant claims 1 1 and 14, lines 30-32, and 38-67; colxmm 7, lines 1-68, 
particularly 1-2 and 37-63; column 9, lines 8-68, particularly 26-43, which given the 
intermediate gel temperatures between those gel temperatures of the instant claims would appear 
to give the instantly claimed gel rates where the gel rate of the patentee is intermediate to those 
of the instant claims. 

The patentee is silent regarding the instantly claimed gel rates. The PTO has no facilities to 
test the patentee's compositions. It is expected that the compositions of the patentee will 
necessarily and inherently possess the instantly claimed gel times since the reactants and catalyst 
systems and catalyst amounts are the same as those of instant claims as interpreted by the 
applicant's examples, particularly where the gel rates of the patentee of column 9 are 
intermediate to those gel rates of the instant claims. The burden is therefore on the applicant to 
show that the above reaction systems of the patentee do not necessarily encompass the instantly 
claimed gel rates particularly where the gel rates of the patentee of column 9 are intermediate to 
those gel rates of the instant claims. The above systems must be suitable for use in pultrusion 
methods since they contain the instantly claimed components and no reason is seen why they 
would not be. 

10. Claims 1, 3-6, 10-14, and 21 are rejected under 35 U.S.C. 103(a) as being US Pat. 
No. 51 12282 Patterson. 

Patterson discloses the instantly claimed reaction system at the abstract; column 3, lines 35- 
68; column 4, lines 1-68, particularly 52-68 which encompasses the instantly claimed continous 
fibers; column 5, lines 63-68; column 6, lines 1-68, particularly lines 1-8, 26-29, which falls 
within the scope of the instant claims 1 1 and 14, lines 30-32, and 38-67; column 7, lines 1-68, 
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particularly 1-2 and 37-63; column 9, lines 8-68, particularly 26-43, which given the 
intermediate gel temperatures between those gel temperatures of the instant claims would appear 
to give the instantly claimed gel rates where the gel rate of the patentee is intermediate to those 
of the instant claims. 

The patentee is silent regarding the instantly claimed gel rates. The PTO has no facilities to 
test the patentee's compositions. It is expected that the compositions of the patentee will 
necessarily and inherently possess the instantly claimed gel times since the reactants and catalyst 
systems and catalyst amounts are the same as those of instant claims as interpreted by the 
applicant's examples, particularly where the gel rates of the patentee of column 9 are 
intermediate to those gel rates of the instant claims. The burden is therefore on the applicant to 
show that the above reaction systems of the patentee do not necessarily encompass the instantly 
claimed gel rates particularly where the gel rates of the patentee of column 9 are intermediate to 
those gel rates of the instant claims. The above systems must be suitable for use in pultrusion 
methods since they contain the instantly claimed components and no reason is seen why they 
would not be. 

It would have been obvious to one of ordinary skill in the art at the time of the instant 
invention to use the above discussed combinations of ingredients of the patentee because they 
would have been expected to give the results disclosed by Patterson as well as gel times which 
are predictable to the ordinary skilled artisan from the disclosure of Patterson, particularly the 
intermediate gel times of the patentee between those of the instant claims. 

11. Claims 1-6, 10-15, 17-18, and 21 are rejected under 35 U.S.C. 102(b) as being 
anticipated by US Pat. No. 4810444 Alberino et al.. 
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Alberino discloses the instantly claimed reaction systems of polyol, polyisocyanates, 
continous fibers, and catalysts at the abstract; column 1, lines 60-68; column 6, lines 17-68, 
particularly 17-44; column 7, lines 1-68, particularly lines 10-25 which fall within the scope of 
the instant claims 1 1 and 14 and 47-56; column 8, lines 1-68, particularly 13-23 which falls 
within the scope of the instant claims 15 and 17 and lines 62-64 which fall within the scope of 
the polyester polyols of the instant claims 10 and 13; column 9, lines 1-68, particularly 5-21 
which falls within the scope of the instant claims 4-5, lines 22-33 which falls within the scope of 
the instant claim 18, lines 40-47 of which the lower amounts appear to encompass the instantly 
claimed gel rates since the reactants and amounts thereof are otherwise those of the instant 
claims particularly considering the gel rates of the intermediate temperatures of column 9, lines 
63-68 and column 10, lines 1-13; column 10, lines 14-68, particularly 28-29 which falls within 
the scope of the instant claim 2; and the remainder of the document. 

The patentee is silent regarding the instantly claimed gel rates. The PTO has no facilities to 
test the patentee's compositions. It is expected that the compositions of the patentee will 
necessarily and inherently possess the instantly claimed gel times since the reactants and catalyst 
systems and catalyst amounts are the same as those of instant claims as interpreted by the 
applicant's examples, particularly where lower amounts of catalyst are used (column 9, lines 31- 
47). The burden is therefore on the applicant to show that the above reaction systems of the 
patentee do not necessarily encompass the instantly claimed gel rates particularly where the 
lower catalyst amounts are used. The above systems must be suitable for use in pultrusion 
methods since they contain the instantly claimed components and no reason is seen why they 
would not be. 
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12. Claims 1-15 and 17-21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over US Pat. No. 4810444 Alberino et al.. 

Alberino discloses the instantly claimed reaction systems of polyol, polyisocyanates, 
continous fibers, and catalysts at the abstract; column 1, lines 60-68; column 6, lines 17-68, 
particularly 17-44; column 7, lines 1-68, particularly lines 10-25 which fall within the scope of 
the instant claims 1 1 and 14 and 47-56; column 8, lines 1-68, particularly 13-23 which falls 
within the scope of the instant claims 15 and 17 and lines 62-64 which fall within the scope of 
the polyester polyols of the instant claims 10 and 13; column 9, lines 1-68, particularly 5-21 
which falls within the scope of the instant claims 4-5, lines 22-33 which falls within the scope of 
the instant claim 18, lines 40-47 of which the lower amounts appear to encompass the instantly 
claimed gel rates since the reactants and amounts thereof are otherwise those of the instant 
claims particularly considering the gel rates of the intermediate temperatures of column 9, lines 
63-68 and column 10, lines 1-13; colimin 10, lines 14-68, particularly 28-29 which falls within 
the scope of the instant claim 2; and the remainder of the document. 

The patentee is silent regarding the instantly claimed gel rates. The PTO has no facilities to 
test the patentee's compositions. It is expected that the compositions of the patentee will 
necessarily and inherently possess the instantly claimed gel times since the reactants and catalyst 
systems and catalyst amounts are the same as those of instant claims as interpreted by the 
appUcant's examples, particularly where lower amoimts of catalyst are used (column 9, lines 31- 
47). The burden is therefore on the applicant to show that the above reaction systems of the 
patentee do not necessarily encompass the instantly claimed gel rates particularly where the 
lower catalyst amounts are used. The above systems must be suitable for use in pultrusion 
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methods since they contain the instantly claimed components and no reason is seen why they 
would not be. 

It would have been obvious to one of ordinary skill in the art at the time of the instant 
invention to use the above discussed combinations of ingredients of the patentee because they 
would have been expected to give the results disclosed by Alberino as well as gel times which 
are predictable to the ordinary skilled artisan from the disclosure of Alberino, particularly the 
intermediate gel times of the patentee between those of the instant claims and the catalyst 
amoimts of Alberino, particularly the lower amounts. 

It would have been obvious to one of ordinary skill in the art at the time of the instant 
invention to use the release agents of the instant claims 7-9 as the release agents of the patentee 
because these types of release agents are well known in the art and would have been expected to 
function as release agents in the compositions of the patentee. 

It would have been obvious to one of ordinary skill in the art at the time of the instant 
invention to use the catalysts of the instant claims 19 and 20 as the catalysts of Alberino because 
the patentee encompasses the use of alkali carboxylate and amine catalysts and the catalyst of 
claim 19 is the most commonly used alkali carboxylate catalyst and blocking amine catalysts to 
achieve longer potlife at lower temperatures is well known in the art and would have been 
expected to give its typical benefits to the compositions of the patentee using amine catalysts. 

13. Claim 16 would be allowable if rewritten to overcome the rejection(s) under 35 
U.S.C. 1 12, 1^^ and 2nd paragraph, set forth in this Office action and to include all of the 
limitations of the base claim and any intervening claims. 
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14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Patrick D. Niland whose telephone nimiber is 571-272-1 121. The 
examiner can normally be reached on Monday to Thursday from 10 to 5. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner*s 
supervisor, Vasu Jagannathan, can be reached on 571-272-1 1 19. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpubUshed 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toU-frej^). 




^amSKDTNilana^ 
Primary Examiner 
Art Unit 1714 



